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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



1)123 Responsive to communication(s) filed on 18 December 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-15 and 18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 



5) 13 Claim(s) 2 and 15 is/are allowed. 

6) Kl Claim(s) 1.3-14 and 18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) D The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-1 52) 
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Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3-11, 14, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Palo (60/060344) in view of Wickersheim (5,304,809). 

As for claims 1, 8, 9, and 18, Palo in a method for characterizing samples by 
determination of a function of at least one specific property of particles in a sample discloses the 
following: signals, photon counts, are detected, the duration of each interval between successive 
signals is measured; wherein excitation is delivered to a plurality of samples from a single 
source, and signals from each sample are received by a single detector in order to derived to 
represent a characteristic response, a specific physical property characterizing the fluorescent 
units; whereas the timing of the signals is determined from a predetermined portion of each 
signal, the portion being the actual photon count (page 4, lines 11-33; page 5, 3-12 and lines 29- 
33; page 6, lines 3-31; page 11, lines 30-35; page 12, lines 1-10). 

As for the emission being longer than the excitation pulse, Palo discloses the excitation 
pulses are picosecond or subpicosecond pulses (page 12, lines 8-9). Wickersheim in a 
luminescent decay time measurement teaches that emission signals persist longer than excitation 
pulses (Figs. 3-4). Therefore, it would be obvious to one skilled in the art at the time the 
invention was made that the emission emits a series of signals over a period of time long relative 
to the excitation pulse, for luminescent decay profiles are long relative to the excitation pulse. 
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As for the interval between the excitation and the emission to the interval between each 
signal and preceding signal, Palo discloses measuring length of intervals between photon counts 
and a function is determined (page 5 lines 29-33) and Palo suggests that other intervals such as 
between intermediate counts and counts from other than the sample being excited be obtained 
and thereby a function (page 5, lines 3-12 and lines 22-25; page 6, lines 1-6; page 7, lines 13-19; 
page 10, lines 1-29; 

As for claim 3, Palo in view of Wickersheim discloses everything as above (see claim 1). 
In addition, Palo discloses the excitation transient is a pulse (page 12, lines 9-10). 

As for claims 4-5, Palo in view of Wickersheim discloses everything as above (see claim 
1). Palo suggests a single measurement range (page 5, lines 29-33; page 6, lines 1-20). And 
Wickersheim discloses using a single excitation to eliminate variations between the pulses (col. 
8, lines 15-25). Therefore, it would be obvious to one skilled in the art to use a single excitation 
transient in order to eliminate variations between pulses. As for a series of excitations, 
Wickersheim discloses averaging in order to offset variations between pulses (col. 8, lines 15- 
25). And Palo teaches averaging of count rates within a set coordinate (page 5, lines 23-25). 
Therefore, it would be obvious to one skilled in the art at the time the invention was made to 
average in relation to a series of excitation transients in order to offset variations between pulses. 

As for claim 6, Palo in view of Wickersheim discloses everything as above (see claim 1). 
In addition, Palo discloses fluorophores (page 6, lines 32-33). 

As for claim 7, Palo in view of Wickersheim discloses everything as above (see claim 1). 
In addition, Palo discloses fluorescent units within liquid samples. Therefore, energy transfer 
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will occur from emission, scattering, or reflecting radiation from the units to the surrounding 
liquid medium (page 4, lines 25-33) and discloses energy transfer (page 8, lines 1-3). 

As for claims 10-11, Palo in view of Wickersheim discloses everything as above (see 
claim 9). In addition, Palo discloses each of a plurality of samples receives an excitation in turn 
and signals are detected in turn and each of the plurality of samples receives an excitation 
simultaneously and detected in parallel (page 6, lines 7-20; page 8, lines 4-14; page 10, lines 24- 
29; page 11; page 12, lines 1-10). 

As for claim 14, Palo in view of Wickersheim discloses everything as above (see claim 
1). They are silent concerning a bleaching rate of a fluorophore. However, Palo discloses that 
specific physical property derived is generally a physical measurable property having a certain 
value for one species (page 5, lines 3-10). Therefore, it would be obvious to one skilled in the art 
that a bleaching rate is measured, for a bleaching rate of a fluorophore is a specific physical 
property. 

3. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Palo 
(60/060344) in view of Wickersheim (5,304,809) further in view of Gillispie et al. (5,828,452). 

As for claim 12, Palo discloses everything as above (see claim 1). However, he is silent 
concerning a property of the excitation being used to normalize signals. Gillispie in a system for 
removing overlap in time of detected emissions teaches that data should be normalized for 
fluctuations in the excitation source's intensity (col. 1 1, lines 35-41). Therefore, it would be 
obvious to one skilled in the art to normalize the detected signals because of the fluctuation of 
the excitation source's intensity. 
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4. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Palo 
(60/060344) in view of Wickersheim (5,304,809) further in view of Deka et al. (5,909,278). 

As for claim 13, Palo discloses everything as above (see claim 1). However, he is silent 
concerning a property of the excitation being recorded and deconvoluted from the detected 
signal. Deka in a time-resolved fluorescence decay measurements teaches that the true 
fluorescence signal is a convolution of the impulse response function and excitation light pulse, 
and that the signal needs to have the excitation signal deconvoluted to extract the fluorescent 
decay (col. 7, lines 35-67). Therefore, it would be obvious to one skilled in the art to record the 
excitation signal in order to be able to deconvolute it from the detected signal to get the actual 
fluorescence decay impulse response function. 

Response to Arguments 

5. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

Allowable Subject Matter 

6. Claims 2 and 15 are allowed. 

As to claim 2, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious the particular method of providing a measure of the characteristic response of the 
medium, in combination with the rest of the limitations of claim 2. 

As to claim 15, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in an apparatus for carrying out a method of providing a measure of the 
characteristic response of a medium means for plotting the interval between the excitation and 
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the emission of each signal against the interval between each signal and the preceding signal in 
the series, in combination with the rest of the limitations of claim 15. 

Fax/T elephone Numbers 
If the applicant wishes to send a fax dealing with either a proposed amendment or a 
discussion with a phone interview, then the fax should: 

1) Contain either a statement "DRAFT" or "PROPOSED AMENDMENT" on the fax 
cover sheet; and 

2) Should be unsigned by the attorney or agent. 

This will ensure that it will not be entered into the case and will be forwarded to the examiner as 
quickly as possible. 

Papers related to the application may be submitted to Group 2800 by Fax transmission. 
Papers should be faxed to Group 2800 via the PTO Fax machine located in Crystal Plaza 4. The 
form of such papers must conform to the notice published in the Official Gazette, 1 096 OG 30 
(November 75, 1989). The CP4 Fax Machine number is: (703) 872-9306 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Gordon J. Stock whose telephone number is (571) 272-2431. 
The examiner can normally be reached on Monday-Friday, 8:00 a.m. - 4:30 p.m. f ^ 

Any inquiry of a general nature or relating to the status of thi^^ppjication or proce^lijje sno 
be directed to the receptionist whose telephone number is (703) 10#-O95p. W fl 
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ZaMraV. Smith 
Primary Examiner 
Art Unit 2877 



